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Customer No. : 21967 

Mail Stop: AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

pf atiest for pre-appeal brief review 

Pursuant to the Pre-Appeal Brief Conference Pilot Program announced in the Official 
Gazette, Applicants hereby request a pre-appeal brief conference in the above-referenced case. 
This application is appropriate for a pre-appeal brief conference. A brief history of this 
application and why Applicants believe that an appeal will succeed are set forth below. 

This application was filed March 8, 2001, claiming priority to a non-provisional 
application filed on December 1, 2000. The claims were subject to a restriction requirement 
dated September 9, 2004, pursuant to which claims 1-28 and 66 were elected for prosecution. 
Claims 1-3, 10-11, 15-16, 18-20, 25, 27 and 66 were rejected under 35 U.S.C § 102(a) under 
European Patent Appln. No. EP 1-014-318 A2 to Yamaguchi ("YamaguchD in Office Actions 
dated November 19, 2004 and June 13, 2005. Claims 4-9, 12-13, 17, 21-24, 26 and 28 were 
rejected under 35 U.S.C § 103(a) Office Actions over Yamaguchi in view of U.S. Patent No. 
6,390,362 to Martin ("Martin")- Claim 14 was rejected over Yamaguchi in view of U.S. Patent 
No. 5,432,506 to Chapman ("Chapman"). The Examiner concluded that an affidavit filed 
pursuant to 37 C.F.R- § 1.131 on April 7, 2005 was ineffective to overcome the Yamaguchi 
reference. Following an Amendment after Final Rejection filed August 18, 2005 and receipt of 
an Advisory Action dated September 1, 2005, Applicants filed a Request for Continued 
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Examination ("RCE") on September 23, 2005. The pending claims were again rejected in an 
Office Action dated October 18, 2005 as allegedly anticipated by Yamaguchi and as allegedly 
unpatentable over Yamaguchi in view of Martin and Yamaguchi in view of Chapman. Newly 
added claims 69-72 were subject to a restriction requirement. 

Applicant canceled claims 3, 20 and 69-72 in an Amendment and Response dated 
December 20, 2005. A Final Rejection issued on March 10, 2006 in which claims 1, 17, 18, 28 
and 66 were rejected under 35 U.S.C. § 1 12, first paragraph as allegedly failing to comply with 
the enablement requirement. All pending claims were again rejected as allegedly anticipated by 
Yamaguchi, and as allegedly unpatentable over Yamaguchi in view of Martin, and Yamaguchi 
in view of Chapman. Applicants filed an Amendment after Final Rejection on May 10, 2006. 
Following receipt of an Advisory Action dated May 25, 2006, Applicants filed a second Request 
for Continued Examination on June 12, 2006. In an Office Action dated August 1 1, 2006, the 
Examiner maintained the rejections over Yamaguchi in view of Martin and Yamaguchi in view 
of Chapman; withdrew the rejection for alleged lack of enablement; and rejected claims 1 , 17, 
18, 28 and 66 under 35 U.S.C. § 112, second paragraph as allegedly indefinite. The Examiner 
also withdrew the anticipation rejection of claims 1-3, 10-11, 15-16, 18-20, 25, 27 and 66 over 
Yamaguchi, but then rejected these claims under 35 U.S.C. § 103(a) over Yamaguchi. An 
interview was held on January 3, 2007 but no agreement was reached. Applicants filed an 
Amendment and Response on February 6. 2007. A Final Rejection was issued on May 1, 2007 
in which the rejection under 35 U.S.C. § 1 12, second paragraph was withdrawn. However, the 
rejections under 35 U.S.C § 103(a) over Yamaguchi, Yamaguchi in view of Martin and 
Yamaguchi in view of Chapman were maintained. 

To date, Applicants have maintained that each of the rejections in the Office Actions and 
Final Rejections fail to properly address each and every claim limitation of the rejected claims. 
Accordingly, rather than proceeding with an expensive and lengthy appeal, Applicants 
respectfully request that the Office, following consideration of the remarks below, issue a Panel 
Decision allowing the application based on existing claims and closing the prosecution record. If 
the Panel declines to issue such a finding, then Applicants request that the Office either issue a 
proper office action stating a thoughtful basis for rejection that addresses each and every claim 
limitation or allow this application to proceed to appeal. 
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Claims 1, 2, 10-11. 15-16, 18-19, 25, 27 and 66 stand rejected under. 35 U.S.C. § 103(a) 
over Yamaguchi; claims 4-9, 12-13, 17, 21-24, 26 and 28 stand rejected under 35 U.S.C. § 
103(a) over Yamaguchi in view of Martin; and claim 14 stands rejected under 35 U.S.C. § 103(a) 
over Yamaguchi in view of Chapman. Yamaguchi, either alone or in combination with the cited 
references, does not disclose the limitation of independent claims 1, 17, 18, 28 and 66 of a first 
security image transmitted in electronic form as part of a composite image such that, when the 
composite image is printed on a medium, the first security image is readable by man or machine 
but is not readable by man or machine on a photocopy of the instrument. These deficiencies are 

not resolved by Martin or Chapman' 

The arguments raised by the Examiner fail to address the disclosure of this claim 
limitation in the cited references. 1 The Examiner first argues that "[P]aragraph [0087] . . . clearly 
teaches a readable image is used for over lay that is readable on the instrument as printed as well 
as the instrument has none readable data hidden within barcodes as well as the readable 
watermark printed on the instrument (See Yamaguchi figures 2-5, 9, 22, and 23, and related 
text)." [sic] See Final Rejection dated May 1,2007 at<J5. Para. [0087] discusses FIG. 22, 
which depicts composition of data that is transmitted to a user to print a ticket according to the 
method of Yamaguchi. In FIG- 22, "ticket image data" 21, "security data" 22 and "key image 
data" 24 are used to form "ticket print data" 23. "Ticket print data" 23 is used to make "ticket 
display data" 25, in which "security data" 22 are "embedded invisibly." 'Ticket print data" 23 
and "ticket display data" 25 are transmitted to a user. Image 14 (the same as "ticket image data" 
21) is displayed and also appears on a ticket when printed by the user (see para. [0089]). 
Embedded "security data" 22 are revealed when "key image data" 24 is superimposed on the 
printed ticket. 

Yamaguchi, however, discloses only two sources of data that are used to form the 
composite image - "security data" 22 and "ticket image data" 2 1 - and both of these are readable 



1 The Examiner mischaracterizes the "thrust" of Applicants' argument as allegedly "the fi«iifuniy 
(watermark) is readable on the instrument printed on the medium." See Office Action, August 11, 2006 at 5 4; Final 
Rejection, May 1 , 2007 atl 5. Applicants repeatedly have stated that the "thrust" of their argumeniis that 
"Yamaguchi does not disclose any single data item .hat is readable, when pnntcd on a medium, where that same 
data is then not readable when copied." Amendment and Response, February 6. 2007 at p. 17. 
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on a photocopy of the printed ticket 2 Yamaguchi expressly discloses in Para. [0082] that 
"security data" 22 are embedded in the invisible state to the sight of man in the ticket as printed, 
but are readable by machine both in the printed ticket and in a photocopy of the primed ticket: 
As described above, by detecting the presence of the security da ta 22 embedded in 
the used ticket 14, the genuineness of the ticket 14 can be east ly -judged I For 
instance, even if the ticket 14 w as given to a third person and illegally copied 
using a color copying machine, the history of that ticket, for instance, when, 
ttere aZ who fssued it can be seen as the security data 22 contains ainauiry 
serial number and an illegal route can be detected easily, (emphasis added). 
Applicants made this express argument previously, but the Examiner did not address this 
in the Final Rejection. See February 6, 2007 Amendment and Response at p. 10. This disclosure 
makes clear that Yamaguchi does not disclose a first security image which is transmitted in 
electronic form as part of a composite image such that, when the composite. image is printed on a 
medium, the first security image is readable by man or machine but is not readable by man or 
machine on a photocopy of the instrument, as required by claims 1, 17, 18, 28 and 66. 

Next, the Examiner argues that "it is clearly stated that the logo mark is used as a 
readable as well as not a readable state as to be used as a "security image/" See May 1, 2007 
Final Rejection at 1 5. Paras. [0034]-[0036] disclose only that the "logo mark" seen in FIGS. 3-5 
is included in both the "ticket image data" 21 and the "security data" 22. According to para. 
[0082], however, the "logo mark" is readable in a photocopy of the ticket, because "ticket image 
data" 21 and "security data" 22 can be detected in a photocopy. This is consistent with the 
discussion of FIG. 22, supra, that the logo mark in "security data" 22 are readable in a photocopy 
of the ticket, and this section of Yamaguchi does not add further disclosure than para. [0087]. 
The arguments raised in <ffl[ 8, 10, 13 of the May 1, 2007 Final Rejection are similarly inapposite. 

The Examiner also claims that Applicants have admitted that it has been known to print 
images on documents that cannot be copied. See May 1, 2007 Final Rejection at p. 6, referring 
to p. 9, 2 nd paragraph of the May 10, 2006 Amendment and Response and the April 7, 2005 
Declaration under 37 C.F.R. 1.131. However, Applicants' remarks in those citations are 



3 There is no reasonable basis to believe that "ticket display data" 25 which are the same as the image 1 14 as 
printed JS^S^Z** readable to man and machine in aphotocopy of the iWjLTb£d» only 
Kr dm St could meet the "first securiiy image" limitation of the claims ai .ssue is "security daia 22. 
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directed to inks that cannot be copied and do not disclose the limitation at issue. 

Additionally, the Examiner references "watermarks" as meeting this limitation. First, the 
Examiner states that paper watermarks are "readable by holding the instrument against the light," 
and that "once the instrument has been copied the paper watermark does not copy or printing 
holograms that are difficult to copy (See Martin '362 column 2, lines 11-46).'' May 1.2007 
Final Rejection at 1 9; see also \ 6. Paper watermarks, however, are not transmitted 
electronically as part of a composite image. See February 17, 2007 Amendment and Response at 
p. 18. Hie Examiner next asserts that fragile watermarks are known in the art to prevent 
copying of an instrument and that this would be an obvious modification of Yamagucbi. See 
May L2007 Final Rejection at! 6; see alsof* The use of fragile watermarks as "security 
data" 22 would render Yamaguchi inoperable, however, because "security data" 22 must be 
readable if the ticket is copied. See Yamaguchi at para. [0082]; February 17, 2007 Amendment 
and Response at p. 11. Fragile watermarks would not work for tie intended purpose in 
Yamaguchi and therefore do not form a prima facie case of obviousness of the rejected claims. 

Finally, the Examiner raises for the first time that the claims, as written, are conditional. 
May 1, 2007 Final Rejection at <fl 7. Applicants respectfully submit that this rejection has never 
been previously raised, and they have not had an opportunity to meet this rejection. 

An appeal on the basis that each and every limitation of independent claims 1, 17, 18, 28 
and 66 is not disclosed in Yamaguchi will certainly succeed, but the time and expense in 
preparing an appeal brief on that issue should not be borne by Applicants when the grounds are 
so clearly improper. 

Respectfully submitted, 



Nancy J. Flint > 



Date: Aupist 10. 2007 By. 

Nancy. 
Registration No. 46,704 

HUNTON & WILLIAMS 
1900 K Street, N.W., Suite 1500 
Washington, DC 20006 
Tel.: (305) 810-2522 
Fax:(305)810-2460 
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